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Art Unit: 3774 

1 . This office action is responsive to the amendment filed on 01/21/2009. As 
directed by the amendment: no claims have been amended, no claims have 

been cancelled, and no new claims have been added. Thus, claims 1-20 are presently 
pending in this application. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 1 -2, 4-5, 9-1 0, 1 2-1 3 are rejected under 35 U.S.C. 1 02(e) as being 
anticipated by Serhan et al (7004971). 

4. Regarding claim 1 , Serhan disclosed a disk (figure 14) which is circular in plan 
view (column 5 lines 53-54) and has a pair of convex spherical surfaces (figure 14) and 
an axial, flaring hole 141 (figure 14) which extends there through from surface to 
surface, said convex spherical surfaces being interconnected at their peripheries by a 
curved rim surface (figure 14) which is a segment of a spheroid (column 5 lines 53-54). 
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5. Regarding claim 2 and 10, Serhan disclosed that the axial flaring opening 

is a section of a torus as shown in figure 14. The axial flaring hole is circular, a circle 
being a section of a torus. 

6. Regarding claim 4 and 12, Serhan disclosed that the radius of curvature of 
transition surfaces between said toroidal surface and said convex spherical surfaces is 
between about 0.7 and about 3 mm (column 5 lines 38-39). The device is circular so 
that its thickness is equal to its diameter. Therefore its 4 mm thickness would 
correspond to 2mm radius of curvature. 

7. Regarding claim 5, Serhan disclosed that the radii of curvature of said pair of 
convex spherical surfaces are the same as shown in figure 14. 

8. Regarding claim 9, Serhan disclosed a circular disk (figure 14) having a pair of 
convex spherical surfaces (figure 14) and an axial, flaring opening 141 (figure 14) which 
extends there through from convex surface to convex surface, said convex spherical 
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surfaces being interconnected at their peripheries by a curved rim surface (figure 14) 
which is a segment of a spheroid (figure 14). 

9. Regarding claim 1 3, Serhan disclosed that the radii of curvature of said pair of 
convex spherical surfaces are the same (figure 14) and wherein said peripheral rim 
surface is a segment of a sphere (figure 14). 

Claim Rejections - 35 USC § 103 

1 0. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

11. Claims 3, 6, 11, 14 are rejected under 35 U.S.C. 103(a) as being obvious over 
Serhan et al (7004971 ). 

12. Regarding claim 3 and 1 1 , Serhan discloses the claimed invention including the 
radius of curvature except for the radius being 1 5% to 30% less than the height of the 
disk. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to design the disk with the appropriate ratios for the purpose of 
providing the necessary strength to the implant to resist axial compressive forces while 
fitting in between an upper and lower bearing surface, since it has been held that where 
the general conditions of a claim are disclosed in the prior art, discovering the optimum 
or workable ranges involves only routine skill in the art. In reAller, 105 USPQ 233. 

13. Regarding claim 6 and 14, Serhan discloses the claimed invention including the 
radius of curvature of the convex surfaces and a peripheral rim is a segment of a sphere 
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(figure 14) except for the radius of the convex surface being twice the radius of the 
circular disk. It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to design the disk with the radius of the surface being 
twice that of the disk for the purpose of providing the necessary strength to the implant 
to resist axial compressive forces while fitting in between an upper and lower bearing 
surface, since it has been held that where the general conditions of a claim are 
disclosed in the prior art, discovering the optimum or workable ranges involves only 
routine skill in the art. In re Aller, 105 USPQ 233. 

14. Claims 7-8 and 15-20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Goldberg (5888203) in further view of Pedersen et al. (PG Pub no. 20030093152). 

15. Regarding claim 7 and 15, Goldberg et al. disclosed all the elements of the claim 
including resecting the base of the metacarpus and the distal surface of the trapezium 
(via arthroplasty, column 10 lines 57-59) to provide concave surfaces (cavities, column 

1 0 lines 60-61 ) which match the convex surfaces of the disks 1 26/1 28 (figure 1 0) 
creating passageways in the metacarpus and the trapezium opening into said resected 
concave surfaces (channels, column 10 line 64, column 11 line 2) and surgically 
implanting the implant (via interference fit or cement, column 1 0 lines 59-60) except for 
the concave surfaces matching the surfaces of the disk of claim 1 . 
Pedersen teaches an implant a disk (figure 14, paragraph 257) which is circular in plan 
view and has a pair of convex spherical surfaces 49 (figure 14) and an axial, flaring hole 
48 (central passage, paragraph 257) which extends there through from surface to 
surface to accommodate a flexible cord (ligament, paragraph 42) that is passed through 
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passageways in the finger bones, said convex spherical surfaces being interconnected 
at their peripheries by a curved rim surface which is a segment of a spheroid (figure 14), 
which once surgically implanted allows the finger bone to flex relative to the other finger 
bone enough for useful hand function (paragraph 196), with each bone sliding on the 
respective mating convex surface of the disk while the flexible cord conforms to the 
flaring surface of the axial hole in the plane of flexion (paragraph 14). It would have 
been obvious to one of ordinary skill in the art at the time of the invention to modify the 
implant of Goldberg to include the Particular implant of Pedersen for the purpose of 
introducing a prosthesis that establishes slidability and pressure distribution in a joint 
and is capable of being fixed or retained in a joint cavity in an non-invasive manner 
(paragraph 14). 

16. Regarding claim 8 and 1 7, Goldberg et al. disclosed all the elements of the claim 
except for a step of selecting implants to be implanted. 

Pedersen teaches an implant that includes the step of selecting said implant to be 
implanted from a set of said implants of different sizes but all having substantially the 
same radius of curvature of said convex surfaces (paragraphs 50-52). The examiner 
considers the implants to be different sizes with the same radius of curvature as the 
implants thickness can change while maintaining the implant's diameter. It would have 
been obvious to one of ordinary skill in the art at the time of the invention to modify the 
implant of Goldberg to include the sizes and radial curvatures of Pedersen, for the 
purpose of providing a prosthetic device to correspond to the dimensions of the joint 
and the degree of damage to the native cartilage. 
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1 7. Regarding claim 1 6, Goldberg et al. disclosed all the elements of the claim 
including resecting the base of the metacarpus and the distal surface of the trapezium 
to provide concave surfaces of similar spherical curvature, and creating passageways in 
the metacarpus and the trapezium which will open into said resected concave surfaces 
(see claims 7 and 1 5 for further explanation), and surgically implanting said disk (fit or 
cemented, column 10 lines 59-60), which once surgically implanted allows the 
metacarpus to flex relative to the trapezium enough for useful hand function. 
Pedersen teaches providing a circular disk having a pair of convex spherical surfaces of 
the same spherical curvature as said resected surfaces and an axial, flaring hole which 
extends there through from surface to surface to accommodate a flexible cord and said 
convex spherical surfaces being interconnected at their peripheries by a curved rim 
surface which is a segment of a spheroid (see claims 7 and 1 5 for further explanation 
and motivation). 

18. Regarding claim 18, Goldberg et al. disclosed the step of passing a flexible cord 
through the passageway created in the metacarpus (column 10 lines 67, column 1 1 
lines 1-3) and the passageway created in the trapezium (column 10 lines 61-65) so that 
the flexible cord conforms to a surface of the axial hole in the plane of flexion when 
each bone slides on the respective mating convex surface of the disk except for passing 
a cord through the flaring axial opening. 

Pedersen teaches a passing a flexible cord (ligament, paragraph 42) through a flaring 
axial hole 48 (figure 1 4) of a disc implant. It would have been obvious to one of ordinary 
skill in the art at the time of the invention to modify the implant and procedure of 
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Goldberg to include the passage of a flexible cord through the flaring axial hole of 
Pedersen for the purpose of locking the implant to an intra-articular component for 
fixating and retaining the device in the joint cavity. 

19. Regarding claim 19, Goldberg disclosed wherein the flexible cord is a harvested 
tendon (column 5 lines 64-66). 

20. Regarding claim 20, Goldberg disclosed wherein said tendon (palmaris longus, 
column 9 lines 18-20) is harvested from the vicinity of the CMC joint where it remains 
attached and the free end is passed through passageways and tied or knotted off 
(column 10 lines 57-66). The examiner considers the tendon to remain attached as it is 
attached to the surrounding ligaments, capsule or bone. 

Response to Arguments 

21 . Applicant's arguments filed 01/21/2009 have been fully considered but they are 
not persuasive. Regarding independent claims 1 and 9, the applicant argues that the 
implant of Serhan is comprised of concave frustoconical surfaces that act as a cushion 
for an intervertebral disk rendering it not relevant to a CMC joint. The examiner 
disagrees with this interpretation as Serhan discloses a biocompatible disc with 
explicitly disclosed convex surfaces (column 4 lines 34-38), for use in the body whose 
surfaces are designed to abut opposing bones. The examiner views the disk of Serhan 
to be relevant to the instant application as it discloses a joint cushion between two 
bones, the difference being that Serhan cushions intervertebral bones while the instant 
application cushions finger bones. The examiner affirms that the structure of Serhan's 
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biocompatible disk anticipates the instant claim's structure and allows it to meet the 
instant claim's functional limitations. 

22. Applicant's arguments with respect to claims 7-8 and 15-20 have been 
considered but are moot in view of the new ground(s) of rejection. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JOSHUA LEVINE whose telephone number is (571)270- 
5413. The examiner can normally be reached on Monday-Thursday 7:30am-5:00pm 
ETA. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Isabella can be reached on 571-272-4749. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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